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DETAILED ACTION 

1 . This Office Action is in response to Amendment filed September 2, 2004, in reply 
to the Office Action dated June 2, 2004. 

Claims 1,2., 4 and 5 are cancelled. Claims 3 and 6-32 are currently pending in 
this application, with'claims 3, 6 and 22 being independent. 

Objections to the claims are withdrawn in view of the corrections made by the 
Amendment, as required by the Examiner in the prior Office Action dated June 2, 2004. 

Specification 

2. The abstract of the disclosure is objected to because it fails to comply with the 
proper language and format for an abstract of the disclosure. A proper Abstract is 
provided by the Examiner, as follows: 

The semiconductor testing apparatus includes test pattern memory adapted 

for storing and managing test pattern data in accordance with addresses, and outputting 
the test pattern specified by the desired address; test pattern generator for generating a 
test pattern signal on the basis of the test pattern outputted from the memory; and 
controller for controlling the test pattern memory and the test pattern generator that the 
test pattern signal based on the test pattern data of the desired address can be 
generated at a predetermined timing conforming with a set information. 

Correction is required. See MPEP § 608.01(b). 
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3. The specification is objected to under 37 CFR 1 .71 because the specification 
lacks an enabling description, in reference to the limitation "the set information" recited 
in the independent claim 3. 

Claim Objections 

4. Claims 3, 6-21 are objected to because of the following informalities: 
Independent Claims 3, 6 and some associated dependent claims in passim 

recite: "adapted to ... * It has been held that the recitation that an element is "adapted to" 
perform a function is not a positive limitation but only requires the ability to so perform. It 
does not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shah contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

Claims 3 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

The specification lacks enabling description with respect to claimed limitation of 
"the set information" recited in the independent claim 3. 
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6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 3 recites the limitation "the set information", which lacks antecedent basis. 
Also, the term " the set information " in claim 3 is a relative term, which renders the 
claim indefinite. The term "the set information" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. The claimed limitation of "outputting the test pattern of a desired address at a 
predetermined timing" has been rendered indefinite, by the use of "the set information", 
since there is no clear linkage between the two limitations. 

Regarding claim 3, the phrase "such a manner" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21 (2) of such treaty in the English 
language. 

Claims 3 and 6-32 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kurosaki (US 6314536). 

Regarding independent Claims 3, 6 and 22, Kurosaki discloses a semiconductor 
memory testing apparatus and method (1, FIG. 1), wherein a test signal (test pattern 
signal) S1 is supplied to an IC memory under test (3) and a read-out signal S3 is 
compared with an expected value pattern signal S2 supplied from the pattern generator 
2 in the logical comparator 4, said apparatus comprising: 

A pattern generator 2, which includes test pattern memory means for storing test 
pattern data (expected value pattern signal) S2 and outputting S2 to the logical 
comparator as specified by an address signal (AD) from the pattern generator. 

Also, the pattern generator 2 includes test pattern generation means for 
generating a test pattern signal S1 on the basis of the (expected value pattern signal) 
S2 from the test pattern memory means. 

Control means (system controller 6) for controlling the test pattern memory 
means (S2) and the test pattern generation means (S1) in the pattern generator 2, that 
the pattern generating program stored in the system controller (6) is created, such that 
the pattern generator 2 generates, in addition to address signals which is supplied to the 
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memory under test 3, address signals to be supplied to the failure analysis memory 5, at 
a predetermined timing using the controlling circuit 8, in accordance with the pattern 
generating program. 

Regarding Claims 7-21, 23-32, Kurosaki discloses control means (system 
controller 6), which controls the timing of generation of the test pattern and varies the 
cycle period to execute the test pattern of the desired address. The system controller 6 
varies the cycle period by controlling circuit 8 which is capable of producing two burst 
address signals in one test period at twice the pulse repetition rate of the test period 
signal Tl. The controller includes a multiplexer 12 which selects address signal AD at 
terminal "a" from the pattern generator 2 or the burst address signal at the terminal "b" 
from the adder 1 1 and outputs the selected address signal at terminal "c", which is 
supplied to the address terminal "A" of the failure analysis memory 5 and the memory 
under test 3. Note that the address signal supplied to the MUT 3 on reading the stored 
test pattern signal out of the MUT 3 is also supplied to the failure analysis memory 5. 
Timing diagram, FIG. 2A, shows the first address (ADRO) corresponding to address 
signal (AD) and FIG. 2C shows the burst address signals produced internally of the 
memory under test 3, respectively. The cycle period of FIG. 2C is double the period of 
FIG. 2A. 

Furthermore, Kurosaki discloses supplying the input signal of the test pattern 
(S1 ) to the semiconductor device MUT 3 after varying the desired address (AD) and the 
predetermined timing, and detecting whether any failure has been caused or not in the 
semiconductor device, by comparing the read-out signal S3 from the MTU 3 with an 
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expected value pattern signal S2 in the logical comparator 4. A failure signal FD of logic 
"1" is outputted from the logical comparator 4 to memory 5 in which failure data 
corresponding to the failure signal FD is stored at an address of the failure analysis 
memory 5 specified by an address signal supplied to its address terminal "A". After the 
completion of the tests, the failure data stored in the failure analysis memory 5 are read 
out, and a failure analysis of the MUT 3 is performed. 



Response to Arguments 

8. Applicant's arguments filed September 2, 2004 have been fully considered but 
they are not persuasive. Claim 3 is rejected under 35 U.S.C. 1 12, both first paragraph 
and second paragraph, and Claims 3 and 6-32 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kurosaki (US 6314536), as set forth in the present Office Action. 

In response to Applicant's argument, with respect to the objection to the abstract 
of the disclosure, the Examiner is providing a proper Abstract in the Office Action. 

In response to Applicant's argument, with respect to Claim rejection under 35 
U.S.C. 112, first paragraph and second paragraph, with respect to claimed limitation of 
"the set information" recited in the independent claim 3, the Examiner still maintains the 
rejection for the following. Even though, the Applicant cites numerous examples of use 
through the specification, "the set information" is not defined either in the specification or 
by the Applicant's arguments. The mere description of example of use in the 
specification does not constitute proper definition for a limitation, for complying with the 
enablement requirement or for pointing out and distinctly claiming the subject matter 
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which applicant regards as the invention, so as to enable one skilled in the art to which 
it pertains, or with which it is most nearly connected, to make and/or use the invention. 

In reference to the limitation "the set information" for lack of antecedent basis, the 
Applicant argues there is no requirement for any additional antecedent basis because it 
is acceptable claim language in certain instances when presenting a first occurrence of 
a term. The Examiner does not agree with Applicant's argument because the lack of 
antecedent basis renders the claims indefinite, which fails to particularly point out and 
distinctly claim the subject matter of Applicant's invention, see MPEP 2173.05(e) [R-1] 
Lack of Antecedent Basis. According to MPEP: "a claim is indefinite when it contains 
words or phrases whose meaning is unclear. The lack of clarity could arise where a 
claim refers to "said lever" or "the lever," where the claim contains no earlier recitation 
or limitation of a lever and where it would be unclear as to what element the limitation 
was making reference". 

In reference to the phrase "such a manner" which renders the claim indefinite 
under 35 U.S.C. 112, second paragraph, the Applicant argues that the phrase "such a 
manner" has not been shown within MPEP 2173.05(c) to comply with 35 U.S.C. 112, 
second paragraph. In response to Applicant's argument, the term n such a manner" is 
equivalent to the phrase "such as", which renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP § 2173.05(d). 

In reference to claims rejected under 35 U.S.C. 102(e) as being anticipated by 
Kurosaki, the Applicant argues that Kurosaki fails to disclose, teach or suggest the 
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system controller 6 controlling the pattern generator 2 in such a manner that the cycle 
period rate to execute the test pattern S1 of the desired address becomes a cycle 
period narrower than a predetermined rate. Thus Kurosaki fails to disclose, teach or 
suggest a control means controls the timing of generation of the test pattern in such a 
manner that the cycle period rate to execute the test pattern of the desired address 
becomes a cycle period narrower than a predetermined. 

In response to Applicant's argument, Kurosaki discloses control means (system 
controller 6), which controls the timing of generation of the test pattern and varies the 
cycle period to execute the test pattern of the desired address. The system controller 6 
varies the cycle period by controlling circuit 8 which is capable of producing two burst 
address signals in one test period at twice the pulse repetition rate of the test period 
signal Tl. Timing diagram, Figure 2A, shows the first address (ADRO) corresponding to 
address signal (AD) and Figure 2C shows the burst address signals produced internally 
of the memory under test 3, respectively. The cycle period of FIG. 2C is double the 
period of FIG. 2A. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES C KERVEROS whose telephone number is 
(571) 272-3824. The examiner can normally be reached on 9:00 AM TO 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on (571 ) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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